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§2.63 Action after response.

(a) Repeated mnon-final refusal or re-
quirement. After response by the appli-
cant, the examining attorney will re-
view all statutory refusals and/or re-
quirement(s) in light of the response.

(1) If, after review of the applicant’s
response, the examining attorney
issues a non-final action that main-
tains any previously issued substantive
refusal(s) to register or repeats any re-
quirement(s), the applicant may sub-
mit a timely response to the action
under §2.62(a).

(2) If, after review of the applicant’s
response, the examining attorney
issues a non-final action that contains
no substantive refusals to register, but
maintains any requirement(s), the ap-
plicant may respond to such repeated
requirement(s) by filing a timely peti-
tion to the Director for relief from the
repeated requirement(s) if the subject
matter of the repeated requirement(s)
is appropriate for petition to the Direc-
tor (see §2.146(b)).

(b) Final refusal or requirement. Upon
review of a response, the examining at-
torney may state that the refusal(s) to
register, or the requirement(s), is final.

(1) If the examining attorney issues a
final action that maintains any sub-
stantive refusal(s) to register, the ap-
plicant may respond by timely filing:

(i) A request for reconsideration
under paragraph (b)(3) of this section
that seeks to overcome any sub-
stantive refusal(s) to register, and com-
ply with any outstanding require-
ment(s), maintained in the final ac-
tion; or

(ii) An appeal to the Trademark Trial
and Appeal Board under §§2.141 and
2.142.

(2) If the examining attorney issues a
final action that contains no sub-
stantive refusals to register, but main-
tains any requirement(s), the applicant
may respond by timely filing:

(i) A request for reconsideration
under paragraph (b)(3) of this section
that seeks to comply with any out-
standing requirement(s) maintained in
the final action;

(ii) An appeal of the requirement(s)
to the Trademark Trial and Appeal
Board under §§2.141 and 2.142; or

(iii) A petition to the Director under
§2.146 to review the requirement(s), if

the subject matter of the require-
ment(s) is procedural, and therefore ap-
propriate for petition.

(3) Prior to the expiration of the time
for filing an appeal or a petition, the
applicant may file a request for recon-
sideration of the final action that
seeks to overcome any substantive re-
fusal(s) and/or comply with any out-
standing requirement(s). Filing a re-
quest for reconsideration does not stay
or extend the time for filing an appeal
or petition. The Office will enter
amendments accompanying requests
for reconsideration after final action if
the amendments comply with the rules
of practice in trademark cases and the
Act.

(4) Filing a request for reconsider-
ation that does not result in the with-
drawal of all refusals and require-
ments, without the filing of a timely
appeal or petition, will result in aban-
donment of the application for incom-
plete response, pursuant to §2.65(a).

(c) If a petition to the Director under
§2.146 is denied, the applicant will have
six months from the date of issuance of
the Office action that repeated the re-
quirement(s), or made it final, or thir-
ty days from the date of the decision
on the petition, whichever date is
later, to comply with the require-
ment(s). A requirement that is the sub-
ject of a petition decided by the Direc-
tor subsequently may not be the sub-
ject of an appeal to the Trademark
Trial and Appeal Board.

(d) If an applicant in an application
under section 1(b) of the Act files an
amendment to allege use under §2.76
during the six-month response period
after issuance of a final action, the ex-
amining attorney will examine the
amendment. The filing of such an
amendment does not stay or extend the
time for filing an appeal or petition.

[80 FR 2310, Jan. 16, 2015]
§2.64 [Reserved]

§2.65 Abandonment.

(a) An application will be abandoned
if an applicant fails to respond to an
Office action, or to respond completely,
within six months from the date of
issuance. A timely petition to the Di-
rector pursuant to §§2.63(a) and (b) and
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2.146 or notice of appeal to the Trade-
mark Trial and Appeal Board pursuant
to §2.142, if appropriate, is a response
that avoids abandonment (see
§2.63(b)(4)).

(1) If all refusals and/or requirements
are expressly limited to certain goods
and/or services, the application will be
abandoned only as to those goods and/
or services.

(2) When a timely response by the ap-
plicant is a bona fide attempt to ad-
vance the examination of the applica-
tion and is a substantially complete re-
sponse to the examining attorney’s ac-
tion, but consideration of some matter
or compliance with a requirement has
been omitted, the examining attorney
may grant the applicant thirty days, or
to the end of the response period set
forth in the action to which the sub-
stantially complete response was sub-
mitted, whichever is longer, to explain
and supply the omission before the ex-
amining attorney considers the ques-
tion of abandonment.

(b) An application will be abandoned
if an applicant expressly abandons the
application pursuant to §2.68.

(c) An application will be abandoned
if an applicant in an application under
section 1(b) of the Act fails to timely
file either a statement of use under
§2.88 or a request for an extension of
time for filing a statement of use under
§2.89.

[80 FR 2311, Jan. 16, 2015]

§2.66 Revival of abandoned applica-
tions.

(a) The applicant may file a petition
to revive an application abandoned be-
cause the applicant did not timely re-
spond to an Office action or notice of
allowance, if the delay was uninten-
tional. The applicant must file the pe-
tition:

(1) Within two months of the date of
issuance of the notice of abandonment;
or

(2) Within two months of actual
knowledge of the abandonment, if the
applicant did not receive the notice of
abandonment, and the applicant was
diligent in checking the status of the
application every six months in accord-
ance with §2.146(1).

(b) The requirements for filing a peti-
tion to revive an application aban-
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doned because the applicant did not
timely respond to an Office action are:

(1) The petition fee required by §2.6;

(2) A statement, signed by someone
with firsthand knowledge of the facts,
that the delay in filing the response on
or before the due date was uninten-
tional; and

(3) Unless the applicant alleges that
it did not receive the Office action, the
proposed response.

(c) The requirements for filing a peti-
tion to revive an application aban-
doned because the applicant did not
timely respond to a notice of allowance
are:

(1) The petition fee required by §2.6;

(2) A statement, signed by someone
with firsthand knowledge of the facts,
that the delay in filing the statement
of use (or request for extension of time
to file a statement of use) on or before
the due date was unintentional;

(3) Unless the applicant alleges that
it did not receive the notice of allow-
ance and requests cancellation of the
notice of allowance, the required fees
for the number of requests for exten-
sions of time to file a statement of use
that the applicant should have filed
under §2.89 if the application had never
been abandoned;

(4) Unless the applicant alleges that
it did not receive the notice of allow-
ance and requests cancellation of the
notice of allowance, either a statement
of use under §2.88 or a request for an
extension of time to file a statement of
use under §2.89; and

(5) Unless a statement of use is filed
with or before the petition, or the ap-
plicant alleges that it did not receive
the notice of allowance and requests
cancellation of the notice of allowance,
the applicant must file any further re-
quests for extensions of time to file a
statement of use under §2.89 that be-
come due while the petition is pending,
or file a statement of use under §2.88.

(d) In an application under section
1(b) of the Act, the Director will not
grant the petition if this would permit
the filing of a statement of use more
than 36 months after the date of
issuance of the notice of allowance
under section 13(b)(2) of the Act.

(e) The Director will grant the peti-
tion to revive if the applicant complies
with the requirements listed above and
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